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Applicant's arguments filed 1 1-17-08 have been fully considered but they are not 
persuasive. 

Initial Comments on Claims 

Applicants need to clarify the language of claims 26-31 to clearly indicate that the 
claimed ranges of % by weight values for their cross-linking agent are "based on the 
weight of the aerogel that is cross-linked" {or other appropriate language}. Currently, 
there is ambiguity in the claims because it is not seen how there can be more cross- 
linker {note, for example, at least 2000%} in a cross-linked aerogel which contains the 
cross-linker itself plus the aerogel. 

Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 23, 25-31 , 36-42, 47-49, and 69-72 are rejected under 35 U.S.C. 112, first 
paragraph, as failing to comply with the written description requirement. The claim(s) 
contains subject matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s), at the time the 
application was filed, had possession of the claimed invention. Applicants' amendment 
reciting that the products claimed are formed from a preformed material that has 
thereon a conformal coating of an organic substance chemically bound to the preformed 
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material as claimed lacks support in the originally filed supporting disclosure. 
Applicants' supporting disclosure, including paragraph [0069] of their supporting 
PGPUB document, does not provide support for the invention now claimed such that it 
is evident that applicants, at the time the application was filed, had possession of the 
claimed invention. Though the indicated disclosure may provide evidence of effects and 
properties for exemplified specific embodiments of applicants' invention, it is not seen 
that this disclosure is supportive of effects and properties for all compositions embodied 
by their claims. It is noted that applicants even recognize in their current arguments, 
see pages 18 and 24 of the current response, that these results set forth are observed 
using a specific cross-linker and specific amounts of said cross-linker. 
This is a new matter rejection. 

Claim 72 is rejected under 35 U.S.C. 112, first paragraph, as failing to comply 
with the written description requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to reasonably convey to one 
skilled in the relevant art that the inventor(s), at the time the application was filed, had 
possession of the claimed invention. The ranges of volume relaxation energy values 
as claimed by applicants lacks support in the originally filed supporting disclosure. 
Applicants' supporting disclosure, including pages 14 & 15 of the supporting disclosure, 
does not provide support for the invention now claimed such that it is evident that 
applicants, at the time the application was filed, had possession of the claimed 



Application/Control Number: 10/643,578 Page 4 

Art Unit: 1796 

invention. Though the indicated disclosure may provide evidence of effects and 
properties for exemplified specific embodiments of applicants' invention, it is not seen 
that this disclosure is supportive of effects and properties for all compositions embodied 
by their claims. 

This is a new matter rejection. 



The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 23, 25-31, 36-42, 47-49, and 69-72 are rejected under 35 U.S.C. 112, 
second paragraph, as being indefinite for failing to particularly point out and distinctly 
claim the subject matter which applicant regards as the invention. 

The term "conformal" in claims 23, 25-31 , 36-42, 47-49, and 69-72 is a relative 
term which renders the claim indefinite. The term "conformal" is not defined by the 
claim, the specification does not provide a standard for ascertaining the requisite 
degree, and one of ordinary skill in the art would not be reasonably apprised of the 
scope of the invention. Applicants' supporting disclosure does not set forth or define 
what degree of coating is intended to be included or excluded by the terminology 
"conformal coating". 
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Claim 72 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Applicants' claim is confusing as to intent because it can not definitively be 
determined what composition is being defined, particularly, by the language 
"...preformed material that has been formed prior to reaction with an organic cross- 
linking agent preformed metal oxide or silicon oxide based sol-gel preformed 
material...". It appears that their may be wording problems or an inadvertent inclusion 
or omission in the wording of the claims which results in the claims being indefinite that 
needs to be corrected in order to overcome the above rejection. The underlining above 
has been used to identify where the confusing/indefinite wording appears in the claim. 



Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 
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Claims 23, 25, 36, 39-42, 47-49 and 69-72 are rejected under 35 U.S.C. 102(b) 
as being anticipated by Novak et al.(Chem Mater, document). 

Novak et al. disclose preparations of crosslinked aerogels prepared by forming a 
sol-gel material as defined by applicants' claims, solvent to form a wet-gel film followed 
by drying through supercritical and sub-critical drying processes as defined by 
applicants' claims, which read on the products and processes of applicants' claims (see 
abstract, page 282 column 2, page 283 & 284, and page 285 column 1 , as well as, the 
entire document). 

Applicants' arguments have been considered. However, rejection is maintained. 
The following previous arguments are maintained: 

Applicants' arguments bridging pages 1 1 and 12 of their response do not identify 
differences over Novak et al. which are supported by corresponding limitations in the 
claims. Claim 39 generally states resistance to rupture under load without specific 
degrees of rupture resistance. However, such a degree of rupture resistance is held to 
be inherent to the preparations of Novak et al. which do provide for organic crosslinking. 

As to applicants' arguments regarding organic crosslinking, it is maintained that 
page 285 column 1 does provide for organic crosslinkers. Though Novak et al. notes 
that they were "unsuccessful at forming high-quality products" does not negate that 
products were obtained and are disclosed, and, accordingly, anticipated. Further, the 
disclosure of a composition of matter in a reference may be anticipatory even though 
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the reference indicates that the composition is not preferred or even that it is 
unsatisfactory for the intended purpose. In re Nehrenberg 126 USPQ 383. 

As to applicants' latest arguments, it is held and maintained that applicants' 
claims as they currently stand do not distinguish over products formed through 
crosslinking occurring concurrently with the formation of the sol-gel material. The 
formation of a sol-gel framework to some degree during the concurrent crosslinking 
operations in the teachings of the prior art is sufficient to meet the products as they 
currently stand from the standpoint of patentability. It is also seen that the formation of 
a "conformal coating" as currently defined by the claims is insufficient in distinguishing 
the claims in the patentable sense, and such a property/effect as defined by the claims 
is inherent to the interpenetrating network materials defined by the prior art. 

As to claims 39 and new claims 72, it is held and maintained that inherency of 
the properties/effects recited are inherent to the cited teachings because applicants' 
have not shown or demonstrated difference in their invention based on compositional 
make-up of their claimed invention or demonstrated the properties/effects defined by the 
claims to be associated with the manner in which their products are formed. 

Claims 23, 25, 36-42, 47-49, 69, 70, and 71 are rejected under 35 U.S.C. 102(a) 
as being anticipated by Yim et al. (Korean J. Chem. Eng. document). 

Yim et al. disclose preparations of polyisocyanate crosslinked aerogels prepared 
by forming a sol-gel material as defined by applicants' claims, solvent to form a wet-gel 
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film followed by drying through supercritical and sub-critical drying processes as defined 
by applicants' claims, which read on the products and processes of applicants' claims 
(see abstract, pages 159-162, and page 165 column 2, as well as, the entire document). 
As to claim 39 which generally states resistance to rupture under load without specific 
degrees of rupture resistance, it is held that such a degree of rupture resistance is 
inherent to the preparations of Yim et al. which do provide for organic crosslinking. 

Applicants' arguments have been considered. However, rejection is maintained. 

The following previous arguments are maintained: 

Applicants' arguments bridging pages 13 and 14 of their response do not identify 
differences over Yim et al. which are supported by corresponding limitations in the 
claims. Applicants' arguments concerning the time that it takes to form the products of 
Yim et al. compared with applicants' are unpersuasive because they are not reflected by 
limitation in the claims. Applicants' arguments concerning flexibility of their structures 
not met by the structures of Yim et al. are unpersuasive because they are not reflected 
by limitation in the claims. Further, it is maintained that applicants' claims do not require 
exclusion of and/or distinguish over the isocyanate materials disclosed by Yim et al. 

As to applicants' latest arguments, it is held and maintained that applicants' 
claims as they currently stand do not distinguish over products formed through 
crosslinking occurring concurrently with the formation of the sol-gel material. The 
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formation of a sol-gel framework to some degree during the concurrent crosslinking 
operations in the teachings of the prior art is sufficient to meet the products as they 
currently stand from the standpoint of patentability. It is also seen that the formation of 
a "conformal coating" as currently defined by the claims is insufficient in distinguishing 
the claims in the patentable sense, and such a property/effect as defined by the claims 
is inherent to the interpenetrating network materials defined by the prior art. 

As to claims 39 and new claims 72, it is held and maintained that inherency of 
the properties/effects recited are inherent to the cited teachings because applicants' 
have not shown or demonstrated difference in their invention based on compositional 
make-up of their claimed invention or demonstrated the properties/effects defined by the 
claims to be associated with the manner in which their products are formed. 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 26-31 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Yim et al. (Korean J. Chem. Eng. document). 

Yim et al. disclose preparations of polyisocyanate crosslinked aerogels prepared 



by forming a sol-gel material as defined by applicants' claims, solvent to form a wet-gel 
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film followed by drying through supercritical and sub-critical drying processes as defined 
by applicants' claims (see abstract, pages 159-162, page 161 column 2 and page 165 
column 2, as well as, the entire document). 

Yim et al. differs from applicants' claims in that it does not specifically specify 
amounts of its polyisocyanate group containing crosslinking component that are used in 
their preparations. However, normally, changes in result effective variables are not 
patentable where the difference involved is one of degree, not of kind; experimentation 
to find workable conditions generally involves nor more than the application of routine 
skill in the art of chemical engineering. In re Alter 105 USPQ 233. Similarly, the 
determination of optimal values within a disclosed range is generally considered 
obvious. In re Boesch 205 USPQ 215. Accordingly, it would have been obvious for one 
having ordinary skill in the art to have varied the amounts of the crosslinking component 
of Yim et al. in the preparations of Yim et al. for the purpose of adequately performing 
its hybrid article forming effect in order to arrive at the products of applicants' claims 
with the expectation of success in the absence of a showing of new or unexpected 
results. 

Claims 26-31 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Novak et al.(Chem Mater, document). 

Novak et al. disclose preparations of crosslinked aerogels prepared by forming a 
sol-gel material as defined by applicants' claims, solvent to form a wet-gel film followed 
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by drying through supercritical and sub-critical drying processes as defined by 
applicants' claims (see abstract, page 282 column 2, page 283 & 284, and page 285 
column 1 , as well as, the entire document). 

Novak et al. differs from applicants' claims in that it does not specifically specify 
amounts of its crosslinking component that are used in their preparations. However, it 
is maintained that Novak et al. (page 285 column 1) does provide for organic 
crosslinking, and, normally, changes in result effective variables are not patentable 
where the difference involved is one of degree, not of kind; experimentation to find 
workable conditions generally involves nor more than the application of routine skill in 
the art of chemical engineering. In re Alter 105 USPQ 233. Similarly, the determination 
of optimal values within a disclosed range is generally considered obvious. In re Boesch 
205 USPQ 215. Accordingly, it would have been obvious for one having ordinary skill in 
the art to have varied the amounts of the crosslinking component of Novak et al. in the 
preparations of Novak et al. for the purpose of adequately performing its crosslinked 
article forming effect in order to arrive at the products of applicants' claims with the 
expectation of success in the absence of a showing of new or unexpected results. 

Applicants' arguments in regards to the above rejections under 35 USC 103 have 
been considered. However, they refer to failing in the references addressed in the 
rejections under 35 USC 102. Accordingly, no further comment in regards to these 
rejections is seen to be necessary. 
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THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 



Any inquiry concerning this i 1 i li > or i communications from the examiner should be directed to John 
Cooney whose telephone number ss 571-272-1070. The examiner can normally ;;e reached on M-F from 9 to 6. 

if attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, James Seiciieck, can be 
reached on 571-272-1078. The fax phone number for the organization where this application or proceeding is assigned is 571-273- 
8300. 

i'c tp'c in i 1 i t t c j b' ■• ai - r fro ii i t t ti i tn< < I 

(PAIR) system. Status information for published appl c n- i urn cither Private PAIR or Public PAIR. Status 

nctnainn in i i ( i j li k r F u PAIR only For more information about the PAIR system, see 

htip://pair-direct. uspto.gov. Should you have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-21 7-9197 {toll-free). 



/John Cooney/ 

Primary Examiner, Art Unit 1796 
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